REMARKS 

This is a full and timely response to the outstanding non-final Office Action 
mailed August 11, 2004. Reconsideration and allowance of the application and 
pending claims are respectfully requested. 

I. Specification Objection 

The specification has been objected to because of a typographical error on page 
5, line 11. In response to the objection, Applicant has amended the specification to 
correct the error. In view of that amendment, Applicant respectfully submits that the 
specification is not objectionable, and therefore respectfully requests that the objection 
be withdrawn. 

II, Claim Rejections - 35 U.S.C. § 103(a) 

A. Rejection of Claims 1-3, 5-13, 15-31, and 33-37 

Claims 1-3, 5-13, 15-31, and 33-37 have been rejected under 35 U.S.C. § 103(a) 
as being unpatentable over Jui-Yuan (U.S. Pat. No. 6,496,368) in view of Rochel et al. 
("Rochel," U.S. Pat. No. 5,946,188). Applicant respectfully traverses this rejection. 

As has been acknowledged by the Court of Appeals for the Federal Circuit, the 
U.S. Patent and Trademark Office ("USPTO") has the burden under section 103 to 
establish a prima facie case of obviousness. See In re Fine, 837 F.2d 1071, 5 USPQ2d 
1596, 1598 (Fed. Cir. 1988). The Manual of Patent Examining Procedure (MPEP) 
section 2143 discusses the requirements of such a prima facie case. That section 
provides as follows (emphasis added): 



To establish a prima facie case of obviousness, three basic 
criteria must be met. First, there must be some suggestion or 
motivation, either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art y to modify the 
reference or to combine reference teaching. Second, there must be a 
reasonable expectation of success. Finally, the prior art reference (or 
references when combined) must teach or suggest all the claim 
limitations. The teaching or suggestion to make the claimed 
combination and reasonable expectation of success must be found in 
the prior art, and not based on applicant's disclosure. 

In the present case, there is no suggestion or motivation to modify the Jui-Yuan 
reference. Furthermore, the references, when combined, do not teach or suggest all the 
claim limitations. Applicant discusses the applied references and Applicant's claimed 
inventions in the following. 

1 . Lack of Suggestion or Motivation 

The Rochel reference has been combined with the Jui-Yuan reference to account 
for Jui-Yuan' s failure to disclose an enclosed interior passage. As is stated in the Office 
Action, "[i]t would have been obvious to a person having ordinary skill in the art to have 
enclosed interior as disclosed by Rochel et al. in the structure disclosed by Jui-Yuan in 
order to provide optimal cooling by streamlining airflow." 

Applicant notes that the cited motivation for the modification proposed in the 
Office Action is not provided by the Rochel reference. In fact, nothing in the Rochel 
reference provides a suggestion or motivation to a person having ordinary skill in the art 
to form an enclosed interior passage in the Jui-Yuan heat-dissipating assembly. 
Moreover, the Office Action has not identified any other "knowledge available in the 
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art" that would suggest such a modification to that assembly. Accordingly, the Office 
Action has not stated a prima facie case that complies with MPEP section 2143. 

Given the lack of a suggestion or motivation contained in the prior art for the 
proposed modification, it appears clear that the only suggestion or motivation comes 
from Applicant's own disclosure. As is well established in the law, such hindsight to 
the Applicant's own disclosure is per se improper. See Crown Operations 
International Ltd. v. Solution, Inc., 289 F.3d 1367, 62 USPQ2d 1917 (Fed. Cir. 2002) 
(a determination of obviousness cannot be based on a hindsight combination of 
components selectively culled from the prior art to fit the parameters of the invention). 

2. Lack of a Teaching or Suggestion of All the Claim Elements 

In addition to the above-described lack of suggestion or motivation for the 
modifications proposed in the Office Action, the rejection further lacks a teaching or 
suggestion of all the elements of Applicant's claims. For example, neither Jui-Yuan nor 
Rochel disclose a "prong" that extends along the length of a heat sink. Instead, both 
references only disclose elongated fins that extend from a heat sink (see, e.g., Fig. 2 of 
Jui-Yuan and Fig. 3 of Rochel). As is defined by Webster's Unabridged Dictionary , 
second edition (1998), the term "prong" means "1. one of the pointed tines of a fork. 2. 
any pointed, projecting part, as of an antler". Clearly, these definitions point to an 
interpretation in which a prong is a narrow, pointed member, not an elongated fin. 

In view of the above, the references fail to teach or suggest "at least one prong 
extending from the heat sink" as is provided in independent claim 1, "prongs contained 
within the enclosed interior passage" as is provided in independent claim 10, "forcing 
the fluid through the interior passage and over prongs" as is provided in independent 



claim 25 , or "at least one prong extending from the heat sink" as is provided in 
independent claim 29. 

3. Conclusion 

In summary, it is Applicant's position that a prima facie case for obviousness 
has not been made against Applicant's independent claims, or the claims that depend 
therefrom. Therefore, it is respectfully submitted that each of these claims is patentable 
over Jui-Yuan/Rochel and that the rejection of these claims should be withdrawn. 

B. Rejection of Claims 4, 14 and 32 

Claims 4, 14, and 32 have been rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Jui-Yuan in view of Rochel, et al and further in view of Katsui (U.S. 
Pat. No. 6,227,286). Applicant respectfully traverses this rejection. 

As is identified above in reference to independent claim 1, Jui-Yuan and Rochel 
do not properly teach or suggest the modifications proposed in the Office Action. In that 
the Katsui reference does not remedy this flaw, Applicant respectfully submits that 
claims 4, 14, and 32 are allowable over the Jui-Yuan/Rochel/Katsui for at least the same 
reasons that Applicant's other claims are is allowable over Jui-Yuan/Rochel. 

The Office Action adds the Katsui reference to account for Jui-Yuan' s and 
Rochel's failure to teach or suggest prongs that are "cylindrical rods." The Office 
Action states, however, that "[i]t would have been obvious at the time the invention was 
made to a person having ordinary skill in the art to use cylindrical rods as disclosed by 
Katsui in the structure disclosed by Juy-Yuan for enhanced heat dissipation by turbulent 
airflow facilitated by cylindrical rods." In response, Applicant again notes that the cited 
motivation is not provided by the Katsui reference. Indeed, nothing in the Katsui 
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reference provides a suggestion or motivation to a person having ordinary skill in the art 
to provide cylindrical rods in the Jui-Yuan heat-dissipating assembly. Moreover, the 
Office Action has not identified any other "knowledge available in the art" that would 
suggest such a modification to that assembly. Again, it appears that the only such 
suggestion or motivation is found in Applicant's own disclosure. Such hindsight to 
the Applicant's own disclosure is per se improper. Accordingly, the Office Action has 
not stated a prima facie case that complies with MPEP section 2143. 

For at least the above-described reasons, the Office Action does not state a prima 
facie case for obviousness against claims 4, 14, and 32. Therefore, it is respectfully 
submitted that each of these claims is patentable over Jui-Yuan/Rochel/Katsui and that 
the rejection of the claims should be withdrawn. 

III. Canceled Claims 

As identified above, claims 19-24 have been canceled from the application 
through this Response without prejudice, waiver, or disclaimer. Applicant reserves the 
right to present these canceled claims, or variants thereof, in continuing applications to 
be filed subsequently. 



-13- 



CONCLUSION 



Applicant respectfully submits that Applicant's pending claims are in 
condition for allowance. Favorable reconsideration and allowance of the present 
application and all pending claims are hereby courteously requested. If, in the opinion 
of the Examiner, a telephonic conference would expedite the examination of this matter, 
the Examiner is invited to call the undersigned attorney at (770) 933-9500. 



I hereby certify that this correspondence is being 
deposited with the United States Postal Service as 
first class mail, postage prepaid, in an envelope 
addressed to: Assistant Commissioner for Patents, 
Alexandria, Virginia 22313-1450, on 



Respectfully submitted, 
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